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Fundamentals
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Trademark
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Trademark
4 s
A is a legally protected
sign that distinguishes the goods
or services of one undertaking ﬁ ‘,@ a

from those of other undertakings.

The primary function of a trademark is to distinguish the goods and services of one undertaking
from those of other undertakings.
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Trademarks

[
[The word or name] [The Logo]
[
[
[
[A combination of word and [The three-dimensional
logo] ® shape]

These are among the most commonly registered types of trademarks at the DPMA.
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https://register.dpma.de/DPMAregister/marke/registerIR?AKZ=145185&CURSOR=0
https://register.dpma.de/DPMAregister/marke/registerHABM?AKZ=000277632&CURSOR=0
https://register.dpma.de/DPMAregister/marke/registerIR?AKZ=487580&CURSOR=40
https://register.dpma.de/DPMAregister/marke/registerHABM?AKZ=004554994&CURSOR=38
https://register.dpma.de/DPMAregister/marke/registerHABM?AKZ=004554994&CURSOR=38
https://register.dpma.de/DPMAregister/marke/registerHABM?AKZ=004554994&CURSOR=38
https://register.dpma.de/DPMAregister/marke/registerHABM?AKZ=004554994&CURSOR=38

Trademarks

P .
V [A sound sequence or [A specific color for particular -
melody] o goods or services]
[
[
[A defined animation or [A combination of image and
movement] ® sound]

Digitalisation has led to the recognition of additional types of trademarks under trademark law. M



https://register.dpma.de/DPMAregister/marke/registerHABM?AKZ=003661907&CURSOR=0
https://register.dpma.de/DPMAregister/marke/registerHABM?AKZ=003661907&CURSOR=0
https://register.dpma.de/DPMAregister/marke/registerHABM?AKZ=003661907&CURSOR=0
https://register.dpma.de/DPMAregister/marke/registerHABM?AKZ=003661907&CURSOR=0
https://register.dpma.de/DPMAregister/marke/register/395526302/DE
https://register.dpma.de/DPMAregister/marke/register/395526302/DE
https://register.dpma.de/DPMAregister/marke/register/3020241238921/DE
https://register.dpma.de/DPMAregister/marke/register/3020241238921/DE
https://register.dpma.de/DPMAregister/marke/registerHABM?AKZ=018140429&CURSOR=1

Indicates the
commercial origin of
goods or services.
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Represents consistent
quality and consumer
trust.

Supports marketing
and brand
recognition.

Perform?
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The value of a
trademark increases
through use and
reputation.
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Requirements for
Trademark Protection
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When is a eligible for protection?

The trademark must distinguish the goods or

Distinctiveness services of one undertaking from those of
other undertakings.

/ 2\ No Descriptive The trademark must not merely describe the
& Indications goods or services.

Need to Keep

IE s - Common descriptive terms must remain

r— Des§r|pt|ve S|g ns available for use by all competitors.
Available

e No Absolute Thg tradgmark must not be excluded from

ole registration under the absolute grounds for

mm  Grounds for Refusal efusal

o o o o o Only if these requirements are met can a trademark be registered with the DPMA.
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A trademark must be capable of distinguishing the goods or services of one undertaking from

those of other undertakings.

Eligible for Protection
LEGO Computer (for computers)
BMW Bread (for bread)
NIVEA Water (for mineral water)

The more distinctive a trademark is, the stronger its protection.
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A trademark must not merely describe the goods or services.

Apple Google Nike LEGO

4 4 \ 4

Apple Juice Bakery Express Delivery Mineral Water

(for apple juice) (for bakery products) (for delivery services) (for mineral water)

Descriptive terms must remain available for use by all market participants.
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Common descriptive terms must remain available for use by all competitors.
Spotify Rolex Bio
Kodak —— Fresh

: l l

Amazon Premium Supermarkt

Terms that competitors need to describe their goods or services cannot be monopolised. NN



Absolute grounds for refusal are legal reasons that prevent the registration of a trademark, regardless of
earlier trademark rights.

Examples of Absolute Grounds for Refusal

Need to keep Contrary to Public
Descriptive signs Policy or accepted
available principles of Morality

Lack of Descriptive
Distinctiveness Indications

328§ Ifan absolute ground for refusal exists, the DPMA will refuse the trademark application.
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Required Documents
for Trademark Registration

@ 01 Applicant Information
@ 02 Representation of the Trademark
@ 03 List of Goods and Services
04 Application Form

@ 05 Payment of the Application Fee



Trademark Registration Process
Tra:ideer;\ark O O

Application Publication of the
Application
Formal & Substantive o
Examination
O Registration Publication of the Opposition Period
Registration (3 Months)
O O Registered
Trademark ®

As a general rule, trademark protection arises upon registration.



Examination
by the DPMA
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The DPMA Examines ¥ The DPMA Does Not Generally Examine
®
« Formal Requirements - Earlier Trademark Rights P
« Absolute Grounds for Refusal - Relative Grounds for Refusal
« Completeness of the Application « Likelihood of Confusion with Earlier ¢
- Payment of the Application Fee Trademarks P
®

Earlier trademark rights are generally considered only during opposition proceedings. V\/\/
® o6 o o o



i Opposition and
Cancellation
-




e —
Unregistered Trademark @

" Protection Acquired
Without Registration Distinctiveness
°
A Trademark protection may The sign must be recognised
also arise through use in the as a trademark by the
° course of trade. relevant public.
— Equivalent Legal
Proof Required Protection
Use and acquired An unregistered trademark
distinctiveness must be may enjoy the same legal
demonstrated. protection as a registered

trademark.



Opposition Proceedings

Opposition Filed? )

é’ '>'<v'es7 3

L3

(Trademark Remains Reglstered) ( Examination by the DPMA ) \

/
\\C Decision )
]
|
C Opposition Successful ) C Opposition Rejected )

Trademark Cancelled in Whole or in Part ) ( Trademark Remains Registered )

( Publication of the Registration ) W



Cancellation of a

Revocatijon Invalidity

The trademark should
not have been
registered.

The trademark is not
put to genuine use.

|

Surrender Court Decision

The trademark is
cancelled following a
court decision.

The proprietor
voluntarily gives up
the trademark.




i Duration of Protection
& International Protection
Q




Trademark Protection
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10 Years Renewable

indefinitely for
further 10-year
periods

Trademark protection can be renewed indefinitely by paying the
renewal fee on time.

1771777174
V777777174

Payment of the
Renewal Fee
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Trademark Protection

National trademark protection
 German !
2

Unitary trademark protection
i across all EU Member States.

Trademark protection in
designated contracting parties
through the Madrid System.

International

Depending on your business activities, trademark protection can be obtained at the national, European or
international level.






Summary -

=, Purpose of a Trademark

o
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Requirements for
Protection

FEW

Registration
Procedure

fe

Scope of Protection

Protection against
unauthorised use
Brand recognition
Indication of origin

Identity & Trust

Distinctiveness
No Descriptive
Indications

No need to keep
Descriptive Signs
available

Registration only if the
Requirement are met

Application
Examination by the
DPMA

Opposition Possible

Legal protection arises

Germany (DPMA)
EU (EUIPO)

International (WIPO)

AR

upon Registration

Effective trademark protection strengthens a company's identity,

competitiveness and commercial success.

Protection according to
Business needs
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https://bit.ly/3A1uf1Q
http://bit.ly/2TyoMsr
http://bit.ly/2TtBDfr
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